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Intellectual Property  
and Free Speech 

By: Marc J. Randazza, Esq. 

Weston, Garrou, Walters & Mooney 

Intro – The Other Side of IP 
  Our clients’ businesses have IP concerns 

  Trademarks 
  Copyrights 

  Enforcement is important 
  However, there is another side of IP  

  Can be used to suppress free speech 
  These cases call out for us too 

DMCA 
  DMCA provides a useful tool for enforcement. 
  Online service providers can designate a 

DMCA Agent. 
  Notice of infringement is sent, OSP complies 

quickly.   
  No need for expensive and lengthy court 

proceedings to enforce copyright. 
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DMCA Abuse 
  The DMCA may make it TOO easy for © owners 

to take down allegedly infringing content. 
  Has been used to try and stifle criticism 
  Has been used against clear fair use 
  When OSP receives DMCA notice, little incentive 

to care about who is right.  
  If the potentially infringing content is taken down 

the website will not be held liable.  

John McCain Campaign 
  McCain put campaign videos on YouTube that 

used 10 seconds or less of copyrighted news 
broadcasts.   CLEAR FAIR USE 

  Copyright owners robotically submitted DMCA 
notices. 

  YouTube complied.   
  McCain complained that over-reaching copyright 

owners were stifling legitimate expression. 

McCain burned by DMCA 
  McCain complained 

that YouTube should 
have evaluated the 
notices before blindly 
acting.   

  YouTube said it would 
take too much work to 
review all DMCA 
notices.   
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McCain Burned by DMCA 

  “Surely, the protection of core 
political speech and the 
protection of the central role 
of YouTube has come to play 
in the country's political 
discourse is worth the small 
amount of additional legal 
work our proposal would 
require.” 

McCain Burned by DMCA 
  You betcha he didn’t think of 

that when he voted for the 
DMCA. 

  McCain could have submitted 
counter-notices, but in 
election cycle it would have 
been a pyrrhic victory. 

  And… it was the least of his 
problems.   

Lenz v. Universal 
  Rare push-back 

against overreaching 
DMCA notices. 

  Stephanie Lenz 
videotaped her 
toddlers dancing in 
her kitchen to the 
Prince song, “Let’s 
Go Crazy.”  http://www.youtube.com/watch?v=N1KfJHFWlhQ 
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Lenz v. Universal 
  She uploaded the 29 

second video to 
Youtube.  

  “Let’s Go Crazy” 
can be heard for 20 
muffled seconds.  

Lenz v. Universal 
  Video got 28 views 
  Prince, himself, found 

the video.   
  Prince was directly 

involved in decision to 
issue a DMCA notice. 

  “matter of          -iple” 

Lenz v. Universal 
  YouTube complied with Universal’s  DMCA 

takedown notice.  
  Lenz sent YouTube a DMCA counter-

notification under 17 U.S.C. § 512(g) saying 
video was fair use 

  YouTube re-posted the video 6 weeks later 
  But Lenz was not finished….  



2/7/09 

5 

Lenz v. Universal 
  Lenz brought a claim under 17 U.S.C. § 512(f),  
  Liability for filing a DMCA notice without the 

requisite good faith belief that the material is an 
infringement of the copyright owner’s rights.  

  Universal moved to dismiss claiming that it did not 
need to consider fair use when sending a DMCA 
notice. 

  Univ argued that fair use is an affirmative defense to 
© infringement. 

Lenz v. Universal 
  Section 107 of the Copyright Act of 1976 

provides that fair use of a is not an infringement 
of copyright.” 17 U.S.C. § 107.  

  Lenz claimed that copyright owners can not 
make a good faith assertion of without 
considering all authorized uses of the material 
including fair use. 

Lenz v. Universal 
  Court: Good faith requires an evaluation of all 

legal angles, including fair use.   
  Allegation that © owner didn’t consider fair use 

is enough to go forward with a 512(f) claim. 
  “Such an interpretation of the DMCA furthers 

both the purposes of the DMCA itself and 
copyright law in general.” 
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Trademark Developments 
Smith v. Wal-Mart (ND Ga) 

Smith hates Wal-Mart 
Launches www.walocaust.com  

Wal-Mart is not amused 

Trademark Developments 
Smith v. Wal-Mart (ND Ga) 

  Wal-Mart Sends Demands 
  Threatens Smith’s CafePress Site 
  Café Press caves in 
  Demands Smith turn over his 

Domain name – walocaust.com 

  Smith reacts by:   
  Launching wal-quaeda.com 
  Filing for a Dec Action – WM counterclaims 

  Court found that he was engaged in legitimate 
speech on a matter of public concern. 

  Court finds that Smith is acting out of his 
disdain for Wal Mart’s business and Labor 
Practices. 

Smith v. Wal-Mart Stores, Inc., 537 
F. Supp. 2d 1302 (N.D. Ga. 2008) 
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  Parody must both call to mind and differentiate 
itself from the original, and it must 
“communicate some articulable element of 
satire, ridicule, joking or amusement.” 

  Smith’s concepts adequately evoke Wal-Mart 
while maintaining their differentiation, and they 
convey Smith’s satirical commentary 

Smith v. Wal-Mart Stores, Inc., 537 
F. Supp. 2d 1302 (N.D. Ga. 2008) 

  TM Parodies are tough to do right 
  Must be enough like the original to invoke it 
  But not close enough to confuse. 

  Even Parody still requires the LOC analysis. 
  Even a parody, if confusing to consumers, may 

be enjoined. 
  Nobody would think WALOCAUST came from 

Bentonville. 

Smith v. Wal-Mart Stores, Inc., 537 
F. Supp. 2d 1302 (N.D. Ga. 2008) 

  But, still need to consider the Dilution by 
Tarnishment issue 

  Dilution by tarnishment recognizes an injury 
when a “trademark is . . . portrayed in an 
unwholesome or unsavory context likely to 
evoke unflattering thoughts about the owner’s 
product.”  

  Consider Adult Film “parodies” 

Smith v. Wal-Mart Stores, Inc., 537 
F. Supp. 2d 1302 (N.D. Ga. 2008) 
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  Associating a mark with “unwholesome” 
material is tarnishment. 

  However, tarnishment caused merely by parody 
which satirizes the complainant’s business is 
not actionable under an anti-dilution statute 

  Because of the free speech protections of the 
First Amendment.  

Smith v. Wal-Mart Stores, Inc., 537 
F. Supp. 2d 1302 (N.D. Ga. 2008) 

  Smith wins and can keep his domains as well as 
keep selling his products. 

  Must continue to use a disclaimer (as he did 
voluntarily) 

Smith v. Wal-Mart Stores, Inc., 537 
F. Supp. 2d 1302 (N.D. Ga. 2008) 

Virgin America v. 
Adrants (pending)   
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  Virgin America filed against publisher and 
editors of Adrants.  

  Defamation; False Advertising; Trademark 
Infringement; Trademark Dilution 

  Adrants:  a blog focused on the advertising 
industry. 

Virgin America v. 
Adrants (pending) 

  Defendants’ posting of the false advertisement on the 
Adrants.com website was likely to cause consumer confusion 
as to source, affiliation or sponsorship; was likely to and 
tended to dilute and tarnish the distinctive nature of and 
reputation ascribed to Virgin America’s famous name and 
trademark; and was likely to generate the false belief among 
consumers that Virgin America had sponsored, endorsed, was 
affiliated with, and supported Defendants and Adrants.com.  

  They have a point.  Parody use of TMs must be targeted. 

Virgin America v. 
Adrants (pending) 

The Great “Cockaholic” 
Battle! 

  Urban Dictionary 
defines “cockaholic” as 
“someone with an 
insatiable lust for the 
shaft.” 



2/7/09 

10 

The Great “Cockaholic” 
Battle! 

  Sports-Aholic, Inc. filed 
an Intent to Use 
application for the 
trademark 
“COCKAHOLIC” in 
February of 2007 for 
Clothing, namely, t-
shirts and sweat-shirts; 
Headgear, namely, 
caps. 

The Great “Cockaholic” 
Battle! 

  Hudson alleges that prior to the date of Sports-
Aholic’s application, she used the COCKAHOLIC 
mark on t-shirts and thus she has common law 
rights to the mark.  

  Mere Ornamentation 

The Great “Cockaholic” 
Battle! 

  The fact that a term appears on a shirt, hat, or any 
other product does not make that term a trademark 

  matter which serves as part of the aesthetic 
ornamentation of goods may be a TM if it also serves 
a source-indicating function. 

   Abercrombie and Fitch T-Shirt that says 
ABERCROMBIE on it is ornamented by the term, 
but the term also serves as an indicator of the 
source or origin of the T-Shirt. 
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The Great “Cockaholic” 
Battle! 

  The Joke is on both 
parties. 

  USPTO rejected the 
application as “immoral 
and scandalous.”  

  Note:  Film titles must 
be for a series before 
they function as a TM 

  BlockShopper is a website that reports on home 
purchases in various markets.  

  BlockShopper reported that two Jones Day 
associates bought a pair of expensive condos,  

  Jones Day claims that using their name in that 
article, along with a link to their website, is 
trademark infringement. 

Jones Day v. Blockshopper 

  Judge John Darrah of the Northern District of 
Illinois denied Blockshoppers’ motion to 
dismiss  

Jones Day v. Blockshopper 
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Jones Day v. Blockshopper 
  N.D. Ill denied 

Blockshoppers’ 
motion to dismiss  

  It cannot be said, at 
this pleadings stage, 
that Jones Day 
allegations of 
confusion are 
implausible.” 

Bush Library domain 

  Bush library 
development team 
registers 
georgewbush.com. 

  They forgot to renew 
the registration. 

Bush Library domain 
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  Cybersquatter picks up the 
domain. 

  Sells it back to Bush for $45,000 
  World Wide Commerce 

Corporation v. WebContents, Inc. 
“Finders, keepers is not a 
legitimate defense to a 
cybersquatting claim. 

  Could have been an ACPA or 
UDRP complaint 

Bush Library domain 

  Immoral and Scandalous rejections 
  FACIAL ABUSE 
  CUMFIESTA 
  FUCKINGMACHINES 
  SHEMALE YUM – disparagement  

Section 2(a)  
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  CUMFIESTA appeal 
  Examiner scoured the internet to find dictionaries that say 

that “cum” is “vulgar” 
  Extrapolated from that – that a “substantial composite” of 

the American public would be “shocked, offended, and 
would call out for condemnation of the mark.” 

CumFiesta 

  One piece of “evidence” 
  One person complains about the use of the term, 

“Can you please put a TMI warning.  I think this is a 
rather disgusting title…Pregnant of Precum.  Thats 
[sic] nasty and I think its [sic] called Semen..not cum 
that sounds to pornographic. 

CumFiesta 

  A well-respected mental health professional disagreed.   
  Anyone who has a problem with “cum” likely suffers from 

erotophobic disorder. 

CumFiesta 
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Google Trends Search 

  “SheMale is a Disparaging Term” 
  For the first time in American history, the federal 

government cares about the TG community. 

SHEMALE YUM 


